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DETAILED ACTION 



Double Patenting 



1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi> 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

2. Claims 1, 2, 7, 10-17, and 19-24 are provisionally rejected under the judicially 
created doctrine of double patenting over claims 1-3, 5-8 and 12 of Copending 
Application No. 10/413,005. This is a provisional double patenting rejection since the 
conflicting claims have not yet been patented. 

The subject matter claimed in the instant application is fully disclosed in the 
referenced copending application and would be covered by any patent granted on that 
copending application since the referenced copending application and the instant 
application are claiming common subject matter, as follows: 
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Instant 


Copending 


Discussion on differences, and additional 


Application No. 


Application No. 


References: 


10,670,003 


10/413,005 





Claims 1, 2 


Claim 1 


Copending Application No. 10/413,005 claims an 
illumination device including: 

- substantially rod-like member with a light 
transmitting surface and a light receiving surface; 
an elongated and substantially flexible light 
source extending along the light receiving surface 
(Claim 1, lines 1-15); 

- a flexible housing accommodating a flexible 
circuit board, and the housing extending along 
the light receiving surface of the rod-like member 
(Claim 5); 

- the rod-like member comprising a flexible 
compound filler detecting and scattering the light 
(Claim 1, lines 1-7); 

Thus, claims 1 and 5 in combination meet the 
limitations of claims 1 and 2 of the instant 
application. 


Claims 7-10 


Claims 5 and 12 


Copending Application No. 10/413,005 claims an 
illumination device including: 
- a housing enclosing a light source; the housing 
positioned below and extending along the rod-like 
member; and the light from the light source emits 
into the light receiving member of the rod-like 
member (Claim 5); 
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Instant 

Application No. 
10,670,003 


Copending 
Application No. 
10/413,005 


Discussion on differences, and additional 
References: 


Claims 7-10 
uoni u. 


Claims 5 and 12 
com a. 


- the housing, with two side walls and a bottom, 
extending along the light receiving surface of the 
rod-like member (Claims 5 and 12); 

- the housing having its internal surfaces 
provided with reflecting material (Claims 5 and 
12); 


Claims 1 1 and 
12 


Claims 6, 7 and 
8 


Copending Application No. 10/413,005 claims an 
illumination device including: 

- a flexible circuit board received in the open- 
ended channel defined by the walls (Claims 6 
and 6); 

- the positions of the light source and flexible 
circuit board being maintained with a flexible 
potting material (Claim 8); 


Claims 13 and 


Claims 2 and 3 


Copending Application No. 10/413,005 claims an 
illumination device including: 
- the light source including a plurality of spaced 
point-light sources extending linearly along the 
light receiving surface of the rod-like member 
(Claim 2); 
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Instant 


Copending 


Discussion on differences, and additional 


Annliratinn No 


Annliration No 


References: 


10,670,003 


10/413,005 




Claims 13 and 


Claims 2 and 3 


- the light source including light emitting diodes- 


14 




LEDs) - (Claim 14); 


Claim 15 


Claim 5 


Copending Application No. 10/413,005 claims an 






illumination device including: 






- a housing enclosing a light source; the 






housing positioned below and extending along 






the rod-like member; and the light from the light 






source emus iniu ine ngni receiving mernijer oi 






the rod-like member (Claim 5); 






- the housing, with two side walls and a bottom, 






extending along the light receiving surface of the 






rod-like member (Claims 5 and 12); 


Claim 16 


Claim 6 


Copending Application No. 10/413,005 claims an 






illumination device including: 






- a flexible circuit board received in the open- 






ended channel defined by the walls (Claims 6 






and 6); 


Claim 17 


Claim 8 


- the positions of the light source and flexible 






circuit board being maintained with a flexible 






potting material (Claim 8); 
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Instant 

Application No. 
10,670,003 


Copending 
Application No. 
10/413,005 


Discussion on differences, and additional 
References: 


Claims 19-24 


Claims 1-3, 5-8 
and 12 


Copending Application No. 10/413,005 claims an 
illumination device: 

- solid rod-like member composed of a flexible 
compound impregnated with filler; an elongate 
light source positioned adjacent the rod-like 
member; a housing having reflective inner 
surfaces defined by two parallel walls and a 
bottom; the housing cavity filled with a filler 
material having substantially similar optical 
properties; and the elongated light source 
including LEDs (Claims 1-3, 5-8 and 12) as 
detailed above. 
It would be have been obvious to one of 

ordinary skill in the art at the time of the 

invention to meet the method limitations of 

claims 19-24 of the instant application by 

applying the teaching recited in Claims 1-3, 5-8 

and 12 of the co pending application. 
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It would be have been obvious to one of ordinary skill in the art at the time of the 
invention to meet the limitations of claims 1-6 of the instant application with the 
structural limitations included in respective claims 2, 5, 3, 6 and 4 of U. S. Patent No. 
6,626,550 B2. 

Furthermore, there is no apparent reason why applicant would be prevented from 
presenting claims corresponding to those of the instant application in the other 
copending application. See In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 
1968). See also MPEP § 804. 

3. Claims 3 and 4 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1 and 2 of copending 
application 10/413,005 in view of Nojiri et al. (US Patent No.: 6,366, 727B1 ). 

Regarding Claims 3 and 4, dependent on claims 1 and 2 respectively; the Co 
pending application 10/413,005 claims a rod-like member composed of flexible material, 
and the flexible material being impregnated with filler (Claims 1 and 2). However, the co 
pending application 1 0/41 3,005 does not claim either the flexible material or filler being 
polyurethane, silicone or silicone rubber as claimed by claims 3 and 4. 

On the other hand, Nojiri et al. (727B1) discloses a light illuminating rod 
composed of either a silicone resin or a silicone rubber (Column 1 , lines 60 and 61 ). 

It would be have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the rod-like member of the co-pending application by the rod-like 
member composed of either a silicone resin or a silicone rubber as taught by Nojiri et al. 
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(727B1 ) for benefit and advantage of providing a rod-like member with structural 
flexibility and comparatively high refractive index. 

4. Claims 5 and 6 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1 and 2 of copending 
application 10/413,005 in view of Nojiri et al. (US Patent No.: 6,366,727 B1) as applied 
to respective claims 3 and 4 above, and further in view of Zamja et al. (US Patent No.: 
4,195,907). 

Regarding claims 5 and 6, dependent on claims 4 and respectively, the 
copending application 10/413,005) in view of Nojiri et al (727 B1) teaches a rod-like 
member formed of a flexible silicone rubber. However, neither combined nor individual 
teachings of the copending application 10/413,005) and Nojiri et al (727 B1) disclose a 
rod-like member additionally include micro air balloons. 

On the other hand, Zamja et al. ('907) discloses a light-conducting rod-like 
member 94 formed of a flexible material having micro air- balloons 92 (Figures 3 and 5, 
column 3, lines 22-28). 

It would be have been obvious to one of ordinary skill in the art at the time of the 
invention to further modify the rod-like member of the co-pending application 
10/413,005 in view of Nojiri et al. (727B1) by the rod-like member composed of a 
flexible material with impregnated air-balloons as taught by Zamja et al. ('907) for 
benefit and advantage of providing lateral reflection of light for decorative effects. 
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5. Claim 1 8 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1 and 2 of copending application 
10/413,005 in view of Ghandehari (US Patent No.: 5,537,297). 

Co pending application 10/413,005 claims a rod-like member composed of 
flexible material (Claims 1 and 2). However, the co pending application 10/413,005 does 
not claim the rod-like member further including a collection surface adjacent a portion of 
the outer surface of the rod-like member, and the collection surface positioned near the 
light source as claimed in Claim 18 of the instant application. 

On the other hand, Ghandehari ('297) discloses a a reflecting light gude device 
including a rod-like member 12 including a collection surface 50 positioned near a light 
source 15 (Figures 1-3, column 3, lines 17-21 and 55- 55-59). 

It would be have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the rod-like member of the co-pending application by the rod-like 
member with a collection surface as taught by Ghandehari ('297) for benefit and 
advantages of controlling the direction of the light reflected through the rod-like member. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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Wortman et al. (U.S. Patent No. 6,447,135 B1), Lekson et al. (U.S. Patent No. 
6,305,813 B1), Onishi et al. (U.S. Patent No. 6,086,212) and Marinelli et al. (U.S. Patent 
No. 5,890,796) 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hargobind S Sawhney whose telephone number is 571 
272 2380. The examiner can normally be reached on 6:15 - 2:45. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor; Sandra O'Shea can be reached on 571 272 2378. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status . 
information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
HSS 



4/16/05 




Primary Examiner 



